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3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

Claims 19-34 are pending in the instant application. 

Election/Restrictions 

This application contains the following inventions or groups of inventions, which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 
Due to the numerous variables in the claims, e.g. R\ R^, R^ R'*, etc... and their widely 
divergent meanings, a precise listing of inventive groups cannot be made. The 
following groups are exemplary: 

Group I, claim(s) 19-22 (in part), drawn to compounds of Formula I wherein R^ 
and R'* are phenyl groups substituted by a polyethylene glycol. 

Group II, claim(s) 19-22 (in part), drawn to compounds of Formula I wherein R^ 
and R'' are phenyl groups substituted by a nitrile. 

Group III, claim(s) 23-24 (in part), drawn to compounds of Fonnula II wherein R^ 
and R'' are phenyl groups substituted by a polyethylene glycol. 

Group IV, claim(s) 23-24 (in part), drawn to compounds of Formula II wherein R^ 
and R'' are phenyl groups substituted by a nitrile. 

Group V, claim(s) 25-26 (in part), drawn to immobilized compounds of Formula I 
wherein R^ and R'' are phenyl groups substituted by a nitrile. 

Group VI, claim(s) 27-28 (in part), drawn to immobilized compounds of Fonnula II 
wherein R^ and R^ are phenyl groups substituted by a nitrile. 

Group VII, claim(s) 29-30 (in part), drawn to a method of making compounds of 
Formula I wherein R^ and R^ are phenyl groups substituted by a nitrile. 
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Group VIII, claim(s) 31-32 (in part), drawn to a method of making compounds of 
Formula II wherein and R"* are phenyl groups substituted by a nitrile. 

Group IX, claim(s) 33 (in part), drawn to a method of making immobilized 
compounds of Formula I wherein R^ and R"* are phenyl groups substituted by a nitrile. 

Group X, claim(s) 34 (in part), drawn to a method of making immobilized 
compounds of Formula II wherein R^ and R"* are phenyl groups substituted by a nitrile. 

In accordance with 37 CFR 1.499, Applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. Again, this list is not 
exhausted, as it would be. impossible under the time constraints due to the sheer 
volume of subject matter instantly claimed. Therefore, Applicant may choose to elect a 
single invention by identifying another specific embodiment not listed in the exemplary 
groups of the invention and Examiner will endeavor to group the same. If Applicant is 
unable to elect a single invention, Applicant may instead choose to elect a 
specific compound and Examiner will attempt to group it. The claims herein lack 
unity of invention under PCT Rule 13.1 and 13.2 since the compounds defined in the 
claims lack a significant structural element qualifying as the special technical feature 
that defines a contribution over the prior art. The compounds claimed contain 



See Ferrand et al. (7efra/7edron.' Asymmetry 2002,1379-1384). The substituents vary 




N 



N 



,which does not define a contribution over the prior art. 
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extensively and when taken as a whole result in vastly different connpounds. 
Accordingly, unity of invention is considered to be lacking and restriction of the invention 
in accordance with the rules of unity of invention is considered proper. Additionally, the 
vastness of the claimed subject matter and the complications in understanding the 
claimed subject matter imposes a burden on any examination of the claimed subject 
matter. The method of preparation claims will be examined with the elected invention 
commensurate in scope therewith. 

Response to Restriction 
During a telephone conversation with Frank Tise on September 1 1 , 2006 a 
provisional election was made with traverse to prosecute Invention I, claims 19-22 (in 
part). Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 19-22 (in part) and 23-34 withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Priority 

The claim to priority as a 371 filing of PCT/GB03/03306 file July 30, 2003 which 
claims priority to UK 0218675.7 filed August 12, 2002 has been granted in the instant 
application. 

Information Disclosure Statement 

The Information Disclosure Statement filed on August 15, 2005 has been 
considered fully by the Examiner. 

Claim Objections 
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Claims 19-22 are objected to for containing elected and non-elected subject 
matter. The elected subject matter have been identified supra. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 
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Claims 19-22 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ferrand et al. {Tetrahedron: Asymmetry 2002, 1379-1384) in view of In re Wood (199 
USPQ 137). 

The Instant application is drawn to compounds of the formula: 

Vrn nr^r' where and are phenyl groups substituted by a 

polyethylene glycol and all other substituents are as defined. 

Determination of the scope and content of the prior art (MPEP ^2141.01) 




HN NH 

Ferrand et al. teach compounds of the formula: ' ' 

See page 1380, compound 5. 

Ascertainment of the difference between the prior art and the claims (MPEP 
^2141.02) 

Ferrand et al. teach a methyl group and a hydrogen on each nitrogen and not two 
hydrogens. Ferrand et al. do not teach the meta-substituted phenyl ring. 

Finding of prima facie obviousness-rational and motivation (t^PEP ^2142-2413) 
Hydrogen and methyl are deemed obvious variants. In re Wood . 199 USPQ 137 
Since m-methoxybenzaldehyde is commercially available and could be used in the 
synthetic scheme of Ferrand et al., it would be an obvious substitution absent of a 
showing of unexpected results. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to follow the synthetic scheme of Ferrand et al. 
and substitute methyl for hydrogen in the diamine by using free NH3 and not methyl 
amine to make the claimed invention with a reasonable expectation of success. The 
motivation to do so is provided by Ferrand et al. Ferrand et al. teach the use of the 
synthesized compounds for the hydrogenation of ketones. See Table 2 on page 1381. 

Thus, the claimed invention as a whole was prima facie obviousness over the 
combined teachings of the prior art. 

Conclusion 

Claims 19-22 are rejected. Claims 19-22 are objected to. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph Kosack whose telephone number is (571)-272- 
5575. The examiner can normally be reached on M-F 5:30 A.M. until 2:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph M^Kane can be reached on (571)-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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